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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
08/24/09 has been entered. 

Response to Amendment 

2. The amendment of 8/24/09 has been entered. Claims 1, 3-16, 18-19, 20, 22-35, 
37-38, 39 and 40 are pending. Claims 2, 17, 21 and 36 have been canceled. They 
comprising 2 groups of claims: 

1) method: 20, 22-35, and 37-38, 

2) computer readable storage medium (CRSM): 39, and 41-56. 
As of 8/24/09, method claim 20 is as followed: 

20. (Currently Amended) A method for fac ili tat i ng d e c i s i on mak i ng by accessing 
or generating an argument supporting a conclusion for a given situation, the method 
comprising: 

a) using a processor to perform steps comprising: 

(1) presenting to a user a plurality of searchable templates, wh e r ei n e ach of 
th e p l ura li ty of s e archab le t e mp l at e s i nc l ud e s a p l ura li ty of qu e r ie s, and wherein 
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at le ast on e a subset of the plurality of searchable templates is relevant to the 
given situation; 

(2) receiving from said user a selection of one of said plurality of searchable 
templates from among th e at le ast on e of th e p l ura li ty of s e archab le t e mp l at e s 
said subset that is relevant to the given situation, said one of said plurality of 
searchable templates being a relevant template most related to the given 
situation and including a plurality of queries; 

(3) displaying said plurality of queries to said user, wherein each of said 
plurality of queries has a categorical scale of likelihood regarding whether the 
given situation will likely have a negative or positive result, the categorical scale 
of likelihood being represented by a plurality of potential responses; 

(4) presenting to the user at least one discovery tool that links to an external 
data source to facilitate responding to at least one of the plurality of queries; 

(5) receiving from said user one or more user responses to on e or mor e said 
plurality of queries of th e r ele vant t e mp l at e , where each of said one or more user 

responses i s assoc i at e d w i th is selected from the plurality of potential responses 
such that each of the user responses indicates a likelihood of a negative or 
positive result for an associated one of the on e e r mor e plurality of queries, 

(6) receiving from said user supporting evidence in response to said on e or 
mere plurality of queries, the supporting evidence being relied on by the user to 
form at least one of the one or more user responses; 
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(7) associating said supporting evidence received from said user with at least 
one of said plurality of queries for which a user response has been received; 

(8) evaluating said one or more user responses, in accordance with the 
likelihood of a negative or positive result assoc i at e d w i th indicated by each of 
said one or more user responses, to d e t e rm i n e such that said one or more user 
responses collectively support a conclusion indicating whether the given situation 
will likely have a positive or negative result; 

(9) forming an argument supporting the conclusion of the evaluating, the 
argument comprising the relevant template, the one or more user responses, the 
supporting evidence, and the conclusion; and 

(10) publishing said argument, including said relevant template, said one or 
more user responses, said supporting evidence, and said conclusion, for review. 

Finding of Facts 

1) the term ""argument" is defined as: 

2 (a) a reason given in proof or rebuttal, (b) discourse intended to persuade, 

3 (a) the act or process of arguing : \^ x 5 \ * \ >a, (b) a coherent series of 
statements leading from a premise to a conclusion, (c) ^ X s - u m v \ 

See Merriam-webster Dictionary 
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Principles of Laws/Interpretations 

3. The preamble is normally considered "being optional" and does not have much 
patentable weight since many times it is merely statements of purpose or intended use. 
See MPEP 21 1 1 .02 It's the body of the claim that matters and the current body of the 
claims have no tie to any particular machine. Corning Glass Works, 868 F.2d at 1257, 9 
USPQ2d at 1966. If the body of a claim fully and intrinsically sets forth all of the 
limitations of the claimed invention, and the preamble merely states, for example, the 
purpose or intended use of the invention, rather than any distinct definition of any of the 
claimed invention's limitations, then the preamble is not considered a limitation and is of 
no significance to claim construction. Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 
F.3d 1298, 1305, 51 USPQ2d 1161, 1165 (Fed. Cir. 1999). See also Rowe v. Dror, 112 
F.3d 473, 478, 42 USPQ2d 1550, 1553 (Fed. Cir. 1997) ("where a patentee defines a 
structurally complete invention in the claim body and uses the preamble only to state a 
purpose or intended use for the invention, the preamble is not a claim limitation"); Kropa 
v. Robie, 187 F.2d at 152, 88 USPQ2d at 480-81 (preamble is not a limitation where 
claim is directed to a product and the preamble merely recites a property inherent in an 
old product defined by the remainder of the claim); STX LLC. v. Brine, 21 1 F.3d 588, 
591, 54 USPQ2d 1347, 1350 (Fed. Cir. 2000) (holding that the preamble phrase "which 
provides improved playing and handling characteristics" in a claim drawn to a head for a 
lacrosse stick was not a claim limitation). 

4. Note : In independent method claim 20, the phrase "...to perform steps 
comprising: (1 )-(1 0), is not a positively recited method step but, rather, is mere intended 
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use of the used processor and thus having no patentable weight. See MPEP 21 73.05 
(q), 2106, and 21 1 1 .04, which indicate that a method claim requires active, positive 
steps. For example, "using a processor and performing the following steps", or 
"presenting to a user a plurality of searchable templates using a processor, So 
basically, claim 20 only has one step, or (a) step. 

Similarly, in claim 39, the phrase "to facilitate responding to ..." is intended use. 

Note that in the claims, the term "can" or "could be modified" is considered as 
being "optional" or "capable" or "potential" or not necessarily needed limitation. 

Note also that the "allow" clause: "to allow a client user to view basically 
reads " permits/allows the user to do a task " and wherein the " task " is " modification of 
the information". In other word, "permitting/allowing an action" is different from actually 
"performing an action". "Allowing", "causing" or "permitting" only requires " serving as 
the reason " for an "action" though, not necessarily performing the action. This can be 
done by issuing commands or orders, or entering into contracts. So even though the 
entity may do something later with the equipment that is in the technological arts, the 
positively recited steps of merely "causing" can be done without operating the 
equipment and is not in the technological arts. Variations on this theme have been 
seen in other cases, using terms like "allowing" or "permitting" an action, e.g. "allowing 
a user to search a database". Again, these functions (elements or steps) are distinct 
from actually doing the action , e.g. "modifying the input data..." and the current claim 
language has no such function or structural element calling for "configured to modify" 
or "step/means for modifying". 
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As for the limitation "argument", "situation", etc., they are considered as non- 
functional descriptive material (NFDM) on the data of thus having no patentable 
weight. The mere insertion of "war" data over "data" does not "impart functionality when 
employed as a computer component ", thus having no patentable weight. 

See MPEP 2106.01 "Descriptive material can be characterized as either 
"functional descriptive material" or "nonfunctional descriptive material." In this context, 
"functional descriptive material" consists of data structures and computer programs 
which impart functionality when employed as a computer component . (The definition of 
"data structure" is "a physical or logical relationship among data elements, designed to 
support specific data manipulation functions." The New IEEE Standard Dictionary of 
Electrical and Electronics Terms 308 (5th ed. 1993).) "Nonfunctional descriptive 
material" includes but is not limited to music, literary works, and a compilation or mere 
arrangement of data. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 42, 44-45, 49-54, and 56 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to more than one class of statutory subject matter. 

The independent claim 39 begin by discussing "computer readable storage 
medium" (article or product), but the body of the dependent claims contain language 
such as "server is configured to allow", which is language that is used in the claims of 
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an apparatus. "A claim of this type is precluded by the express language of 35 USC 
101 which is drafted so as to set forth the statutory classes of invention in the alternative 
only". See Ex parte Lvell (17 USPQ2d 1548). 

Claim Rejections - 35 USC §112 

1 . Claims 42, 44-45, 49-54, and 56 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

1) Claims 42, 44-45, 49-54, and 56 are vague and indefinite since the 
dependent claims uses "apparatus structures" such as "is configured to", etc., in an 
article (method) claims. See IPXL Holdings. Va. Amazon.com (Fed. Circuit 2005). 
System claim that includes a method step is invalid as indefinite since it's not clear what 
is the scope of the apparatus claim. Vice versa, article claim that includes apparatus 
structure is invalid as indefinite since it's not clear what is the scope of the article or 
product claim. 

2. Claims 39 and 41-56 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

1 ) In claim 39, it's not clear the relationship of the new step "presenting to the 
user at least one discovery tool that links..." to the rest of the steps of the claims or to 
the body of the claim. Also, it's considered as being incomplete for omitting essential 
functional cooperative relationships of steps, such omission amounting to a gap 
between the necessary functions/steps connections. See MPEP § 2172.01 . 
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Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

8. Claims 20, 22-35 and 37-38 (method) are rejected under 35 U.S.C. 1 02(a) as 
being anticipated by GROSSER ET AL. 

As for independent method claim 20, GROSSER ET AL discloses a method for 
accessing or generating an argument supporting a conclusion for a given situation, the 
method -comprising: 

a) using a processor [ to perform steps comprising: (1)...(10)]. 

{see Fig.1, 2 and 12, 15, abstract}. 

Note that the terms inside the bracket [...] is considered as "intended use" and 
having no patentable weight as considered in the "Principles of laws/Interpretations" 
above. 

As for dep. claims 22-35 and 37-38 (part of 20 above), which deal with the 
limitations of the steps (1 )-(1 0) and therefore have no patentable weight. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 39, and 41-56 (medium or CRSM) are rejected under 35 U.S.C. 103(a) 
as being unpatentable over GROSSER et al in view of KEGAN and/or HUANG et al 
(5,953,707). 

11. As for medium claim 39, GROSSER et al fairly discloses an analytical system 
and a CRSM for facilitating decision making by generating and accessing arguments, 
wherein each of the arguments supports an associated conclusion as to whether a 
given situation will likely have a negative or positive result, the analytical system 
comprising: 

(1) one or more processors; 
{see Fig. 1a, 3, 4 "Servers"} 

(2) one or more memory coupled to the one or more processors, wherein at least 
one of the processors and memory are adapted to: 

{see Fig. 1a, 3, 4 "Servers"} 

a) present to a user a plurality of searchable displays/frame/forms (templates), 
wherein each of the plurality of searchable templates includes a plurality of questions 
(queries), and wherein at least one of the plurality of searchable templates is relevant to 
the given situation; 

{see Figs. 1a, 2, 4, 6, 16c} 
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b) receive from said user a selection of one of said plurality of searchable 
templates from among the at least one of the plurality of searchable templates 
that is relevant to the given situation, said one of said plurality of searchable 
templates being a relevant template most related to the given situation; 

(Figs. 1a, 6, 16e, 16f and 16i, cols. 5-6} 

c) receive from the user one or more inputs/answers ( response s) to one or more 
queries of the relevant template, where each of said one or more responses is 
associated with a likelihood of a negative or positive result for an associated one of the 
one or more queries and wherein one or more of the one or more queries has an 
associated discovery tool that links to an external data source to facilitate 
responding to the one or more of the one or more queries; 

{see Figs. 1a, "Builder", "Lender", "Decorator", Fig. 2, Fig. 4 "Query", Fig. 3, 
element 301, "Databases", element "313", "Third Party Facts/Data/KB", Fig. 4, "element 
310" Proposal Database", "Residual Database", Fig. 6 "user input", "choices", "facts", 
"requests", and col. 14, lines 56 to col. 60, for the teaching of using various external 
data sources or databases} 

f) evaluate the one or more responses, in accordance with the likelihood of a 
negative or positive result associated with each of said one or more responses, 
{to determine a conclusion indicating whether the given situation will likely have a 
positive or negative result}; 

{Figs. 1a, 1b, 6, 16e, 16f and 16i, cols. 5-6} 
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g) generating/forming another set of information (argument) supporting a 
conclusion of the evaluating, the new argument comprising the one of the plurality of 
templates, the responses, and the conclusion; and 

{see Figs. 1a, 1b, 6, 12, 13, 14, 16j} 

h) publish the new argument, including the relevant template, one or more 
responses, the supporting evidence, and the conclusion, for review. 

{see Figs. 1a, 1b, 6, 12, 13}. 

GROSSER et al fairly teaches the claimed invention except for steps: 

displaying a plurality of queries to the user wherein each has a categorical scale 
of likelihood; 

receive from the user supporting evidence in response to the one or more 
queries, the supporting evidence being relied on by the user to form at least one 
of the one or more responses; 

associate the supporting evidence received from said user with at least 
one of the one or more responses; 

In another system/method for improving persuasive argumentation and decision 
making and particularly to a tool to estimate the strength of a persuasive argument , and 
to automatically assist in making persuasive arguments stronger , KEGAN discloses the 
steps of: 

displaying a plurality of queries to the user wherein each has a categorical scale 
of likelihood; 
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receiving supporting evidence from said user in response to said one or more 
queries of the one of the plurality of templates, the supporting evidence being relied on 
by the user to form at least one of the responses; and 

associating said supporting evidence received from said user with said answers 
responses to said one or more queries, 

evaluating said responses {to determine whether the given situation will likely 
have a positive or negative result}; 

In order to achieve the scope/benefits cited above. 

{see Figs. 2, "Evidence", "Fact", "Issue", "Law", "Matter", etc., icons, 5a and 5b, 
Fig. 14 "Fact Listing with Evidence, By GreenLight's Cudgel", Fig. 15 "Law with 
Facts, by GreenLight's Cudgel", and Fig. 25, abstract, col. 1, lines 20-27, Fig. 27 
"elements 32, 37 and 40, cols. 8-10}. 

It would have been obvious to modify the teachings of GROSSER et al by 
including elements/steps of (d), (e) and/or (f) above as taught by KEGAN for at least 
one of the benefit cited above which is for improving persuasive argumentation and 
decision making and particularly to a tool to estimate the strength of a persuasive 
argument , and to automatically assist in making persuasive arguments stronger. 

Alternatively , in another system/method for facilitating a decision making 
(decision support system) in a business managing process, HUANG et al is cited to 
teach the analysis of the responses is associated with a likelihood of a negative or 
positive result for an associated one of the one or more queries and wherein one or 
more of the one or more queries has an associated discovery tool that links to an 
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external data source to facilitate responding to the one or more of the one or more 
queries, {see Figs. 1 , 2, 12, 13, 14, 40, 60 and 69, col. 4, lines 45-60, col. 7, lines 10-15 
"link . . col. 11, lines 5-15, col. 12, lines 1-5, col. 97, lines 30-50, col. 98, lines 1-30 
"single/group usage. Ability for multiple users to collaborate in decision making", 
col. 99, lines 24-40}, thus allowing the various decisions makers (users) in the business 
system to view the decision making from their own perspective , obtain information and 
evaluate decisions concerning past, current and future performance with respect to a 
diverse set of often conflicting goals {see col. 1 , lines 20-25, lines 50-67, and col. 2, 
lines 1-50}. 

It would have been obvious to modify the teachings of GROSSER et al/KEGAN 
by including the analysis of the responses is associated with a likelihood of a negative 
or positive result for an associated one of the one or more queries and wherein one or 
more of the one or more queries has an associated discovery tool that links to an 
external data source to facilitate responding to the one or more of the one or more 
queries as taught by HUANG et al, {see Figs. 1,2, 12, 13, 14,40, 60 and 69, col. 4, 
lines 45-60, col. 7, lines 10-15 "link col. 11, lines 5-15, col. 12, lines 1-5, col. 97, 
lines 30-50, col. 98, lines 1-30 "single/group usage. Ability for multiple users to 
collaborate in decision making", col. 99, lines 24-40}, thus allowing the various 
decisions makers (users) in the business system to view the decision making from their 
own perspective , obtain information and evaluate decisions concerning past, current 
and future performance with respect to a diverse set of often conflicting goals {see col. 
1, lines 20-25, lines 50-67, and col. 2, lines 1-50}. 
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As for dep. claim 41 (part of 39 above), which deal with feature of the one or 
more queries, is formed in a hierarchical structure, this carries no patentable weight 
because it's product of a process and appears to be taught in Figs. 1 c and 1 b of 
GROSSER etal. 

"[E]ven though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability of 
a product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted) 
(Claim was directed to a novolac color developer. The process of making the developer 
was allowed. The difference between the inventive process and the prior art was the 
addition of metal oxide and carboxylic acid as separate ingredients instead of adding 
the more expensive pre-reacted metal carboxylate. The product-by-process claim was 
rejected because the end product, in both the prior art and the allowed process, ends up 
containing metal carboxylate. The fact that the metal carboxylate is not directly added, 
but is instead produced in-situ does not change the end product.). 

The structure implied by the process steps should be considered when assessing 
the patentability of product-by-process claims over the prior art, especially where the 
product can only be defined by the process steps by which the product is made, or 
where the manufacturing process steps would be expected to impart distinctive 
structural characteristics to the final product. See, e.g., In re Garnero, 412 F.2d 276, 
279, 162 USPQ 221, 223 (CCPA 1979) (holding "interbonded by interfusion" to limit 
structure of the claimed composite and noting that terms such as "welded," "intermixed," 
"ground in place," "press fitted," and "etched" are capable of construction as structural 
limitations. )< 

As for dep. claims 42, 44-45 (part of 39 above), which deal with features or 
structures of the argument servers, these carry no patentable weight in a CRSM claim 
format. Furthermore, these are inherently includes in the teachings of GROSSER et al 
/KEGAN as shown in Fig. 1 a or 1 b of GROSSER et al. 

As for dep. claim 43 (part of 39 above), which deal with the source of the input, 
this is taught in KEGAN Figs. 4, 14 and 15. Furthermore, the term "is received" is 
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interpreted as "capable of receiving", since it's not positively recited, and the input of 
KEGAN is capable of having this feature. 

As for dep. claims 46-48 (part of 39 above), which deal with features of the 
queries, these are taught in col. 1, lines 20-27, Fig. 27 "elements 32, 37 and 40, cols. 8- 
10}. 

As for dep. claims 49-54 and 56 (part of 39 above), which deal with features or 
structures of the argument servers, these carry no patentable weight in a CRSM claim 
format. Furthermore, these are inherently includes in the teachings of GROSSER et al 
/KEGAN as shown in Fig. 1 a or 1 b of GROSSER et al. 

As for dep. claim 55 (part of 39 above), which deal with the feature of the 
template, this is taught in GROSSER et al Figs. 1a, 2, 4, 6 and 16c. Furthermore, the 
term "is associated with" is interpreted as "capable of associating", since it's not 
positively recited, and the template of GROSSER et al is capable of having this feature. 

Response to Arguments 
12. Applicant's arguments of August 24, 2009, with respect to claims 1 , 3-1 6, 1 8-20, 
22-35, 37-40 have been considered but are moot in view of the new ground(s) of 
rejection which are caused by applicant's amendment. 

No claims are allowed. 
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13. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through private PAIR only. 
For more information about the PAIR system, see http://pair-direct@uspto.gov . Should 
you have any questions on access to the private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll free). 

1 . For more information about the PAIR system, see 

http://portal.uspto.gov/external/portal/pair . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866.217.9197 (toll-free). 

2. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
or faxed to 571-273-8300. 

Hand delivered responses should be brought to the 

US Patent and Trademark Office Customer Service Window: 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314. 

3. In receiving an Office Action, it becomes apparent that certain documents are 
missing, e. g. copies of references, Forms PTO 1449, PTO-892, etc., requests for 
copies should be directed to Tech Center 3600 Customer Service at (571) 272-3600, or 
e-mail CustomerService3600(5)uspto.qov . 

4. Any inquiry concerning the merits of the examination of the application should be 
directed to Dean Tan Nguyen at telephone number (571) 272-6806 . My work schedule 
is normally Monday through Friday from 6:30 am - 4:00 pm. I am scheduled to be off 
every other Friday. Should I be unavailable during my normal working hours, my 
supervisor Janice Moonevham can be reached at (571) 272-6805 . The main FAX 
phone numbers for formal communications concerning this application are (571) 273- 
8300 . My personal Fax is (571) 273-6806 . Informal communications may be made, 
following a telephone call to the examiner, by an informal FAX number to be given. 



/Tan Dean D. Nguyen/ 
Primary Examiner, Art Unit 3689 



